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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

WATERCRAFT SUPERSTORE, INC., a Florida 
corporation,

Opposer,

vs.

WEST MARINE PRODUCTS, INC., a California 
corporation,

Applicant.

)
)
)
)
)
)
)
)
)
)
)

Opposition No. 91-205,448

MOTION TO SUSPEND PROCEEDINGS

Pursuant to 37 C.F.R § 2.117(a) and Section 510.02(a) of the Trademark Trial and Appeal Board 

(the “Board”) Manual of Procedure (“TBMP”), Applicant West Marine Products, Inc. (the “Applicant”), 

hereby moves for suspension of the above-captioned Opposition, instituted by Opposer Watercraft 

Superstore, Inc. (the “Opposer”)(collectively, the “Parties”), pending the outcome of another proceeding. 

Whenever it comes to the attention of the Board that a party or parties to a case pending before it 

are involved in a civil action which may have a bearing on the Board case, proceedings before the Board 

may be suspended until final determination of the civil action.  See TBMP § 510.02(a); see, e.g., New 

Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011)(civil action need 

not be dispositive of Board proceeding, but only needs to have a bearing on issues before the Board).

The Parties to this proceeding are involved in a civil action, West Marine, Inc. v. Watercraft 

Superstore, Inc., et. al., Civil Action No. 5:11-CV-04459-HRL (the “Civil Action”), which is currently 

pending in the U.S. District Court for the Northern District of California, San Jose Division.  The Civil 

Action involves issues in common with those in the above-captioned Opposition before the Board, 

including, among other things, issues concerning the ownership of the BLACKTIP trademark and the 

alleged infringement thereof.  
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So that the Board may find that the final determination of the Civil Action may have bearing on 

the issues before the Board, attached hereto, as Exhibit A and Exhibit B, is a copy of Applicant-Plaintiff 

West Marine, Inc.’s Complaint (the “Complaint”) and a copy of Opposer-Defendant Watercraft 

Superstore, Inc.’s Answer and Counterclaim for Trademark Infringement and Unfair Competition (the 

“Answer and Counterclaim”) filed in this Civil Action.  

Applicant submits that the issues contained in the Complaint and Answer and Counterclaim are 

issues raised in this Opposition and therefore, the pending Civil Action may be dispositive of this 

proceeding, or, at the very least, have a bearing on issues before the Board.  Accordingly, Applicant 

respectfullyrequests that the Board suspend Opposition ProceedingNo. 91-205,448pending the outcome 

of the Civil Action. 

Respectfully submitted,

GREENBERG TRAURIG, LLP 

Dated:  August 1, 2012 By: 
Susan L. Heller
Candice E. Kim 
1840 Century Park East, Suite 1900 
Los Angeles, California 90067
Tel:  (310) 586-6568
Fax:  (310) 586-0568
hellers@gtlaw.com
kimce@gtlaw.com

Attorneys for Applicant
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CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing MOTION TO SUSPEND PROCEEDINGS 

upon Opposer by depositing one copy thereof in the U.S. Mail, First-Class, postage prepaid, on August 1, 

2012, addressed as follows:

Zachary D. Messa, Esq.
Johnson, Pope, Bokor, Ruppel & Burns, LLP

911 Chestnut Street
Clearwater, FL 33756
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

ALLEN RUBY, SB #47109
THOMAS CHRISTOPHER, SB# 185928
CHANDRA S.SNYDER, SB#271769
SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP
525 University Avenue, Suite 1100
Palo Alto, CA 94301
Telephone:650-470-4500
Facsimile: 650-470-4570

Attorneys for Defendant
WATERCRAFT SUPERSTORE, INC.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SAN JOSEDIVISION

WEST MARINE, INC.,

Plaintiff,

vs.

WATERCRAFT SUPERSTORE, INC.,

Defendant,

)
)
)
)
)
)
)
)
)
)

WATERCRAFT SUPERSTORE, INC.,

Counter-Claimant,

vs.

WEST MARINE, INC.,

Counter-Defendant.

)
)
)
)
)
)
)
)
)
)
)

Case No.:5:11-04459 HRL

DEFENDANT WAT ERCRAFT
SUPERSTORE, INC.’SANSWER
AND COUNTERCLAIM FOR
TRADEMARK INFRINGEMENT
AND UNFAIR COMPETITION

JURY TRIAL DEMANDED

Case5:11-cv-04459-HRL   Document40   Filed03/14/12   Page1 of 30
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

COMESNOW Watercraft Superstore, Inc. ("Watercraft" or "Defendant"), a Defendant in

the within action, and in Response to the Complaint for Damages,states the following:

1. Defendant admits the allegations of Paragraph 1.

2. Defendant lacksknowledge or informationsufficient to form a beliefregarding the

truth of the allegations of Paragraph 2, and on that basis denies them.

3. Defendant lacksknowledge or information sufficient to form a beliefregarding the

truth of the allegations of Paragraph 3, and on that basisdenies them, except admits that Defendant

is a corporation transacting business in California and sells its products to persons throughout the

United Statesand worldwide.

4. Defendant lacksknowledge or information sufficient to form a beliefregarding the

truth of the allegations of Paragraph 4, and on that basis denies them, except admits thatWatercraft

is an online store selling riding apparel, engine parts, seat covers,and other products.

5. Defendant lacksknowledge or information sufficient to form a belief regarding the

truth of the allegations of Paragraph 5, and on that basis denies them.

6. Defendant lacksknowledge or information sufficient to form a beliefregarding the

truth of the allegations of Paragraph 6, and on that basis denies them. Defendantnotes that this

jurisdictional allegation is nonsensical now that this case has been removed to federal court.

7. Defendant lacksknowledge or information sufficient to form a beliefregarding the

truth of the allegations of Paragraph 7, and on that basis denies them. Defendant notes thatthese

venue allegations are nonsensical now that this case has been removed to federal court.

8. Defendant lacksknowledge or information sufficient to form a beliefregarding the

truth of the allegations of Paragraph 8, and onthat basis denies them.

9. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 9, and on that basis denies them.

10. Defendant lacksknowledge or information sufficient to form abelief regarding the

truth of the allegations of Paragraph 10, and on that basis denies them.

11. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 11, and on that basis denies them, except admits that
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

Defendant filed an application with the USPTO on or around December7, 2009 regarding the

BLACK TIP mark, and indicated that it would use the mark primarily on fitted covers for marine

vehicles, clothing, wetsuits and other items.

12. Defendant lacksknowledgeor information sufficient to form abelief regardingthe

truth of the allegations of Paragraph12, and on that basis denies them.

13. Defendant denies the allegations of Paragraph 13, except admits thatbetween

October 2010 and July 2011, representatives ofWest Marine, Inc. ("West Marine" or "Plaintiff")

and Defendant had various communications regarding an agreementrespecting the use of the

BLACK TIP trademark, and that during the course of these communications representatives of

Plaintiff informed representatives of Defendantthat Plaintiff was not in serious need of the

BLACK TIP mark, and that it would pursue alternative business directions if a deal regarding the

BLACK TIP mark could not be reached, and Defendant further states that the communications

between Plaintiff and Defendant terminatedwithout the parties reachinga final agreement.

14. Defendant denies the allegations of Paragraph 14, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACKTIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement. Defendant further admits that representatives of

Plaintiff and Defendant had discussions regarding a co-existence agreement respecting the BLACK

TIP mark.

15. Defendant denies the allegations of Paragraph 15, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications betweenPlaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant further states that the terms of

contemplated co-existence agreement speak for themselves.

16. Defendant denies the allegations of Paragraph 16, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff in formed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement. Defendant further states that the terms of

contemplated co-existence agreement speak for themselves.

17. Defendant denies the allegations of Paragraph 17, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement. Defendant further states that the terms of

contemplated co-existence agreement speak for themselves.

18. Defendant denies the allegations of Paragraph 18, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant further admits thatWest Marine's

characterizationof the reasons a licensing arrangement would beunsatisfactory toWest Marinein

Paragraph 18 is accurate.

19. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph19, and on that basis denies them.

20. Defendant lacksknowledge or informationsufficient to form abelief regardingthe

truth of the allegations of Paragraph 20, and on that basis denies them.

21. Defendant denies the allegations of Paragraph21, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in seriousneed of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant admits that a draft and unapproved co-

existence agreement had been circulated and reviewed by both sides by December 2010.

22. Defendant denies the allegations of Paragraph 22.

23. Defendant denies the allegations ofParagraph 23, except admits that representatives

of Plaintiff at some point in time informed representatives of Defendant that they were beginning

to make product decisions for 2012 and that time was of the essence.

24. Defendant admits the allegations of Paragraph 24, except denies that Plaintiff and

Defendant ever reached a final agreement regarding the BLACKTIP mark.

25. Defendant admits the allegations of Paragraph 25, except denies that Plaintiff and

Defendant ever reached a final agreement regarding the BLACK TIP mark.

26. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 26, and on that basis denies them.
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

27. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 27, and on that basis denies them.

28. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 28, and on that basis denies them.

29. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 29, and on that basis denies them.

30. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 30, and on that basis denies them, except denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark.

31. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph 31, and on that basis denies them, except denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark, and affirmatively states that the use of the

BLACK TIP mark by Plaintiff is unlawful, as explained in the accompanyingCounterclaim.

32. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph32, and on that basis denies them.

33. Defendant denies the allegations of Paragraph33, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of theBLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant further affirmatively denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark.
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

34. Defendant denies the allegations of Paragraph 34, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACK TIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACK TIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendantterminated

without the parties reaching a final agreement.Defendant further affirmatively denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark.

35. Defendant denies the allegations of Paragraph35, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant further affirmatively denies that

representatives of Defendant ever assuredrepresentatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark.

36. Defendant denies the allegations of Paragraph36, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of theBLACK TIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement. Defendant further affirmatively denies that
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark. To the extent Paragraph 36 contains legal

conclusions, Defendant affirmatively states that no responseis required thereto.

37. Defendant denies the allegations of Paragraph37 and affirmatively states that it

would be legally impossible forDefendant to have breached any contract with Plaintiff because no

such contractexisted.

38. Defendant denies the allegations of Paragraph38, and specifically deniesthat

Plaintiff has been damaged in any amount by any conduct of Defendant.

39. Defendant lacksknowledge or information sufficient to form abelief regarding the

truth of the allegations of Paragraph39, and on that basis denies them.

40. Defendant denies the allegations of Paragraph 40.

41. Defendant denies the allegations of Paragraph41, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff wasnot in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant further affirmatively denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark.

42. Defendant deniesthe allegations of Paragraph42, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the courseof these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

Case5:11-cv-04459-HRL   Document40   Filed03/14/12   Page8 of 30



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

9
ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

without the parties reaching a final agreement.Defendant further affirmatively denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark.

43. Defendant denies the allegations of Paragraph43, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACKTIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a finalagreement. Defendant further affirmatively denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark. To the extent Paragraph43 contains legal

conclusions, Defendant affirmatively states that no response is required thereto.

44. Defendant denies the allegations of Paragraph44 and affirmatively states that it

would be legally impossible forDefendant to have breached any contract with Plaintiff because no

suchcontractexisted.

45. Defendant denies the allegations of Paragraph45, and specifically deniesthat

Plaintiff has been damaged in any amount by any conduct of Defendant.

46. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truthof the allegations of Paragraph46, and on that basis denies them.

47. Defendant denies the allegations of Paragraph 47.

48. Defendant denies the allegations of Paragraph48, except admits thatbetween

October 2010 and July 2011, representatives of Plaintiff and Defendant had various

communications regarding an agreement respecting the use of the BLACK TIP trademark, and that

during the course of these communications representatives of Plaintiff informed representatives of

Defendant that Plaintiff was not in serious need of the BLACKTIP mark, and that it would pursue

alternative business directions if a deal regarding the BLACKTIP mark could not be reached, and
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

Defendant further states that the communications between Plaintiff and Defendant terminated

without the parties reaching a final agreement.Defendant further affirmatively denies that

representatives of Defendant ever assured representatives of Plaintiff that an agreement would or

had been reached regarding the BLACKTIP mark. To the extent Paragraph 48contains legal

conclusions, Defendant affirmatively states that no response is required thereto.

49. Defendant denies the allegations of Paragraph 49.

50. Defendant denies the allegations of Paragraph 50, andspecifically denies that

Plaintiff is entitled to any relief form this Court.

51. Defendant denies the allegations of Paragraph 51, andspecifically denies that

Plaintiff has been damaged by any conduct of Defendant.

52. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph52, and on that basis denies them.

53. Defendant denies the allegations of Paragraph 53.

54. Defendant denies the allegations of Paragraph 54.

55. Defendant denies the allegations of Paragraph 55.

56. Defendant denies the allegations of Paragraph 56, and specifically denies that

Plaintiff is entitled to any relief from thisCourt.

57. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph57, and on that basis denies them.

58. Defendant denies the allegations of Paragraph 58.

59. Defendant denies the allegations of Paragraph 59.

60. Defendant denies the allegations of Paragraph 60.

61. Defendant denies the allegations of Paragraph61, and specifically denies that

Plaintiff is entitled to any relief from thisCourt.

62. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph62, and on that basis denies them.

63. Defendant denies the allegations of Paragraph 63, except admits that Plaintiff has

accurately described Plaintiff's contentions.
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

64. Defendant denies the allegations of Paragraph 64.

65. Defendant denies the allegations of Paragraph 65, except admits thata judicial

determination of the parties' rights and obligations with respect to the BLACKTIP markmay be

appropriate in light of the unlawful conduct of Plaintiff referred to in theaccompanying

Counterclaim.

66. Defendant denies the allegations of Paragraph 66, andspecifically denies that

Plaintiff is entitled to any relief form this Court.

67. Defendant lacks knowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph67, and on that basis denies them.

68. Defendant denies the allegations of Paragraph68.

69. Defendant denies the allegations of Paragraph 69.

70. Defendant denies the allegations of Paragraph 70.

71. Defendant denies the allegations of Paragraph 71, and specifically denies that

Plaintiff is entitled to any relief from this Court.

72. Defendant denies the allegations of Paragraph 72, and specifically denies that

Plaintiff is entitled to any relief from this Court.

73. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph73, and on that basis denies them.

74. Defendant denies the allegations of Paragraph 74.

75. Defendant denies the allegations of Paragraph 75.

76. Defendant denies the allegations of Paragraph 76.

77. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph77, and on that basis denies them.

78. Defendant denies the allegations of Paragraph 78, and specifically denies that

Plaintiff is entitled to any relief from this Court.

79. Defendant lacksknowledge or information sufficient to form abelief regardingthe

truth of the allegations of Paragraph79, andon that basis denies them.

80. Defendant denies the allegations of Paragraph 80.
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ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

81. Defendant denies the allegations of Paragraph 81.

82. Defendant denies the allegations of Paragraph 82.

83. Defendant denies the allegations of Paragraph 83, and specifically denies that

Plaintiff has been damaged by any conduct of Defendant.

84. Defendant denies that Plaintiff has been damaged by any conduct of Defendant and

denies that Plaintiff is entitled to any relief from this Court.

85. Defendant denies that Plaintiff has been damaged by any conduct of Defendant and

denies that Plaintiff is entitled to any relief from this Court.

86. Defendant denies that Plaintiff has been damaged by any conduct of Defendant and

denies that Plaintiff is entitled to any relief from this Court.

87. Defendant deniesthat Plaintiff has been damaged by any conduct of Defendant and

denies that Plaintiff is entitled to any relief from this Court.

88. Defendant denies that Plaintiff has been damaged by any conduct of Defendant and

denies that Plaintiff is entitled to any relief from this Court.

89. Defendant denies that Plaintiff has been damaged by any conduct of Defendant and

denies that Plaintiff is entitled to any relief from this Court.

AFFIRMATIVE DEFENSES

As separate affirmative defenses,Defendant, without assuming the burden of proof on

matters as to whichit hasno such burden, alleges as follows:

FIRST AFFIRMATIVE DEFENSE

(Failure to State a Claim)

The Complaint fails to state facts sufficient to constitute acause of action againstDefendant.

SECONDAFFIRMATIVE DEFENSE

(Waiver)

The claims made by Plaintiffarebarred, in whole or in part, by waiver.

THIRD AFFIRMATIVE DEFENSE

(Estoppel)

The claims made byPlaintiff arebarred, in whole or in part, by estoppel.
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FOURTHAFFIRMATIVE DEFENSE

(Laches)

The claims made by Plaintiff arebarred, in whole or in part, by laches.

FIFTH AFFIRMATIVE DEFENSE

(Lack of Agreement)

The causes of action for breach of contract are barred on the ground that the contract or

agreement alleged in the Complaint was not the product of a meetingof the minds.Defendant

never agreed to the contractual terms alleged byPlaintiff.

SIXTH AFFIRMATIVE DEFENSE

(Failure to Mitigate Damages)

Plaintiff has failed to take reasonable, necessary andappropriate steps to mitigate itsalleged

damages, and to theextent of such alleged failure to mitigate, Plaintiff is barred from recovering all

or part of the damages it seeks.

EIGHTH AFFIRMATIVE DEFENSE

(Adequate Remedy at Law)

The equitable claim made by Plaintiffis barred, in whole or in part, because there isan

adequate remedy at law, and the requirements needed for injunctiverelief to be proper are not

satisfied.

NINTH AFFIRMATIVE DEFENSE

(Statute of Frauds)

The First and Second Causes of Action in the Complaint are barred by the statute of frauds.

TENTH AFFIRMATIVE DEFENSE

(No Reliance)

Upon information and belief, Plaintiff has not reasonably relied upon the alleged

representations made byDefendantand has not been harmed proximately by any such alleged

reliance.

ELEVENTH AFFIRMATIVE DEFENSE

(No Causation)
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To the extent Plaintiff has suffered any injury or damage, such injury or damage was not

proximately caused by any action or inaction of Defendant, or was not foreseeable, or both.

TWELFTH AFFIRMATIVE DEFENSE

(No Damages)

Defendant denies that Plaintiff has suffered any injury or damages whatsoever, and further

denies that it is liable to Plaintiff for any alleged injury or damage.

THIRTEENTHAFFIRMATIVE DEFENSE

(Damages Uncertain and Speculative)

Plaintiff cannot recover any damages under any cause ofactionin the Complaint,because

any such damages are uncertain and speculative.

FOURTEENTHAFFIRMATIVE DEFENSE TO ENTIRE COMPLAINT

(Reservation of Rights to Assert Additional Defenses)

Defendant has not knowingly or voluntarily waived any applicable affi rmative defenses and

reserves the right to assert and rely on such other applicable affirmative defenses as may become

available or apparent during discovery proceedings. Defendant further reserves the right to amend

its answer and affirmative defenses accordingly and to delete affirmative defenses that Defendant

determines are not applicable during the course of subsequent discovery.

COUNTERCLAIM

For itsCounterclaimagainst Plaintiff and Counter-DefendantWest Marine, Defendant and

Counter-ClaimantWatercraft states as follows:

THE PARTIES

1. Watercraft isa Florida corporation with its principal place of business at 1401 N.

Myrtle Avenue, Clearwater, Florida 33755.

2. Upon information and belief,West Marineis a publicly traded Delaware

corporation with itsheadquarters located at 500 Westridge Drive, Watsonville, California 95076.

JURISDICTION AND VENUE

3. This Court has jurisdiction over this subject matter pursuant to 15 U.S.C. § 1121

and 28 U.S.C. §§ 1331, 1332, 1338 and 1367. Watercraft's claims are, in part, based on violations
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of the Lanham Act, as amended, 15 U.S.C.§ 1051-1127. The Court has jurisdiction over the state

law claims pursuant to 28 U.S.C. §§ 1332, 1338(b), and 1367.

4. The amount in controversy ofWatercraft's counterclaims exceeds $75,000,

exclusive of interest and costs.Watercraft is incorporated in Floridawith its principal place of

business inFlorida. Upon information and belief,West Marineis incorporated inDelaware, with

its principal placeof business inCalifornia. Thus, there iscomplete diversity betweenthePlaintiff

and theDefendant, andthe Court has diversity jurisdiction overWatercraft's counterclaims

pursuant to 28 U.S.C. § 1332.

5. This Court has personal jurisdiction over West Marine because it conducts business

in the state of California and, on information and belief, within theNorthern District of California.

6. Venue is proper in this judicial districtunder 28 U.S.C. §§ 1391 and 1400. West

Marine is headquartered in this district, and a substantial part of the events and injury giving rise to

the claims set forth herein occurred in this district. On information and belief, West Marine sells

its infringing products and services, uses infringing names and marks,and impermissibly uses a

trademarkowned by Watercraft in the Northern District of California.

FACTS COMMON TO ALL COUNTS

Watercraft 's Businessand Registration of the BLACK TIP Trademark

7. Watercraft is an internationally known internet and mail order retailer that sells a

variety of products and accessories related to personalwatercraft ("PWC") through its internal call

center, website shopping cart, http://www.watercraftsuperstore.net, and itsEbay store. Watercraft

has the largest product offering dedicated exclusively to the needsof the PWC enthusiast on the

internet. Watercraft features PWCToday.com, the largest PWC-specific message board in the

world with over 73,000 members.

8. Watercraft originated in November of 2008 when its founder, Greg Pickren, owner

of PWC parts manufacturer SBT, developedthe company to serve as a platform to increase retail

sales of SBT engine parts and enter the market for PWC lifestyle accessories and other non-engine

type products. Watercraft identified storage covers, traction mats, seat covers, life vests, and other

accessories during its first year of operation as product lines for which the market needed
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additional supply. Watercraft made the decision in July of 2009 to begin developing

manufacturing and supply capabilities for the identified products.

9. To identify, brand, and promote Watercraft's expanding product line with a private

label, Watercraft developed the"BLACK TIP" mark and began manufacturing products with the

mark in September 2009.

10. Since that time, Watercraft has sold and distributed products bearing the mark

BLACK TIP in interstate commercethrough its website andthroughtelephone ordersdirected to

its headquartersin Clearwater, Florida.

11. Continuously since February 2010, Watercraft has used the mark BLACK TIP to

identify its products and to distinguish them from those made and sold by others, by, among other

things, prominently displaying the mark BLACK TIP on its products. In addition, Watercraft has

prominently displayed the BLACK TIP mark on its website, catalogs, mobile telephone

applications, direct mail advertising, and in periodicals distributedthroughout the United States.

12. Watercraft's customersfor BLACK TIP productsinclude individual consumers and

businessesin all 50 states and over 50 countries worldwide.

13. OnJuly 5, 2011, Watercraft obtained registration oftheBLACK TIP mark in the

United States Patent and Trademark Office ("USPTO"), Reg. No. 3,990,931,covering the use of

the mark on(1) personal flotation devices, namely, life vests; (2) fitted seat covers for marine

vehicles, namely, fitted seat covers for personal watercraft; (3) clothing, namely, t-shirts, hats,

shirts, shorts, sweatshirts and jackets; and (4) anti-slip floor mats for marine vehicles, namely, anti-

slip floor mats for personal watercraft.This registration,duly and legally issued by theUSPTO, is

presently valid and outstanding. A copy of this registration is attached hereto as Exhibit 1.

14. Since on or aboutJuly 5, 2011,Watercrafthas given notice that its mark is

registered in the U.S. Patent and Trademark Office by displaying with the mark as used the letter R

enclosed within a circle.

15. Watercraft has expended considerable time and resources developing and

distributing BLACK TIP products.From 2009 through the present, Watercrafthasspentwell over
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a quarter-million dollars on product development,promotional activities, and advertising

specificallyfor the BLACK TIP product line. This figure includes:

‚ $95,858.00on materials, machinery, research and development, packaging, and

displays

‚ $143,065.00on print and online catalogs and magazines

‚ $3,500.00on promotional events

‚ $41,045.20on website development and internet advertisingthroughGoogle,

Facebook,andEbay

16. As a result of these efforts, Watercraft and its BLACK TIP products have gained

widespread recognitionand goodwillamong consumers, as shown by the prevalence of BLACK

TIP productsin bothprint and online publicationsand websites. BLACK TIP productshavebeen

featured in several articles from early inWatercraft's inception, including:Powersports Business

(January 2010), Boatermouth.com (February 2010), personalwatercraft.com (September 1, 2010),

Motorcycle and Powersports News (January 1, 2012), and Sounding Trade (January 2012). In

addition,Google searches for"black tip life jacket," "black tip traction mats," and"black tip seat

covers" return, in the top results, exact matches for Watercraft productsas featured on the

Watercraft website, PWCToday.com, and Ebay.BLACK TIP productscan also be found onjet ski

message boards and forums, as well ason the popular social networking siteFacebook.

17. Because of the continuous use of the BLACK TIP mark in commerce, including

advertising and distribution of products under the mark, consumers throughout the United States

have come to recognize the mark as a symbol of the excellent reputation of Watercraft's products,

services, and valuable goodwill.

West Marine's Business and Unsuccessful Efforts to Register the BLACKTIP Mark

18. On information and belief,West Marine is a the largest specialty retailer of supplies

and accessoriesfor boating and other water sports, with 321 company-operated stores around the

world. It employs approximately 4,000 employees.West Marine's extensive product offerings

includeboat covers and seating, trailers, anchoring equipment, cabin and bedding items, apparel,

electronic equipment, personal watercraft equipment, fishing equipment, and sailing equipment.
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19. On information and belief, West Marine began producing goods bearingthe label

"BLACKTIP" on or aboutJanuary 27,2010.

20. On information and belief,on or about January 27, 2010,West Marinefiled two

applications for registration of the mark"BLACKTIP" in theUSPTO, serial nos. 77921756and

77982989, for use on certain of its private label products including water aeration systems, fishing

knives and tools, caps, gloves and t-shirts, fishing rods and reels, bait tables,and other related

items.

21. On information and belief, on or about May 2, 2010, the USPTO issued anOffice

Action that, among other things, refused the applications based on the likelihood of confusion

between West Marine's BLACKTIP mark and Watercraft's prior-filed pending application for the

BLACK TIP mark.

22. West Marinethereforehad actual noticeat least on May 2, 2010 of the existence

and pendingregistration of Watercraft's BLACK TIP trademarkand the likelihood of confusion,

mistake ordeception that the use ofWest Marine's nearly-identical BLACKTIPmark would create.

Failed Contract Negotiations Between Watercraft and West Marine

23. Knowing thatWatercraft's pending BLACK TIP trademark could create a likelihood

of confusion so as to preventWest Marine's successful registrationof the BLACKTIP mark, West

Marineapproached Watercraft's principalin or around October 2010 inthe hopes of negotiatinga

way for it to continue using the BLACKTIP mark that it had alreadystartedplacing on itsproducts.

24. During the initial discussions,West Marine assured Watercraft thatit planned to use

the mark for fishing-related products only, and, with the possibleexception of clothing,there

would be no overlap between the products it contemplated producing under the BLACKTIP label

andthosebeing produced by Watercraftunder the BLACK TIPmark.

25. Early on,Watercraft indicatedto West Marinethat it preferred a royalty-based

licensing arrangement.At the insistenceof West Marine's lawyers, however, the discussions

centered on the idea of a co-existence agreement that wouldessentiallyinvolve the following terms:

(1) Watercraft would allow West Marine to use theBLACK TIP mark;(2) Watercraft would filea

trademark applicationfor and begin using the mark"BLACK TIP JETSPORTS";and(2) as
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compensation,West Marine would(a) stock and display Watercraft's catalog in West Marine stores;

(b) allow Watercraft to use its mailing list for targeted advertising purpose; and (c) include a link to

the Watercraft Superstore on West Marine's website.

26. From the time the parties began negotiations regarding the co-existence agreement,

Watercraft had various concerns about the details of the contractterms proposed by West Marine.

In particular, Watercraftwas concerned that, under the terms insisted upon by West Marine,West

Marine's performance would necessarily take place in the future, and, without proper restrictions,

West Marine could easily attempt to avoid or minimize its performance obligations.

27. Theparties exchanged multiple drafts of the agreement between November 2010

and March 2011. None of these draftsweremutually agreeable to both parties. Negotiations

ended in July 2011, without the parties reaching a final agreement.

West Marine's Continued Infringing Use of the BLACK TIP Mark

28. Notwithstanding the parties' failure to reach a finalco-existence or license

agreement that would entitle West Marine to use theBLACK TIP mark,West Marine proceeded

with its plans to manufacture and market an entire line of products bearing theBLACKTIP mark.

29. On information and belief, West Marinecontinued to produceBLACKTIP-labeled

goodsafter it receivednotice of Watercraft's pending applicationandthroughout the parties' never-

finalized negotiations.
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30. On information and belief, West Marine continues to produce BLACKTIP-labeled

goods to the present day—more than a year after Watercraft's BLACK TIP trademark was

published on the Principal Register. For example,West Marine's Annual 2012catalog,which is

available in electronic form on West Marine's website, see

http://catalogs.westmarine.com/WebProject.asp?CodeId=7.4.4.28&BookCode=wmm12#, and

reproduced here,advertises two separatelines of BLACKTIP life vests:

31. West Marine's 2012 Saltwater Fishing catalog, available in electronic form at

http://catalogs.westmarine.com/WebProject.asp?CodeId=7.6.3.8&BookCode=fis&from=2and

reproduced here,also features the BLACKTIPlife vests on the back cover:1

1 In addition, West Marine's website offers for salevarious other products bearing the BLACKTIP mark,
including tackle boxes, boating tools and sets, bait tables, and lure bags.See
http://www.westmarine.com/webapp/wcs/stores/servlet/SiteSearchView?Nao=0&Ntk=Primary Search West
Marine&langId=-
1&searchTermScope=3&catalogId=10001&viewTaskName=SiteSearchView&beginIndex=0&Ntt=BLACKTIP
&storeId=11151&Ntx=mode matchallpartial&Ns=Most Popular|0&N=377 710&sType=SimpleSearch&pageSize=10.
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32. There is a strong likelihood of confusion between thesevestsand theBLACK TIP

life jackets that Watercraft sells throughits onlineSuperstore,see

http://www.watercraftsuperstore.net/Mens-PWC-Life-Jackets/406BT001.html, reproduced here:

The marks themselves arebasicallyidentical. TheBLACKTIP products West Marine has been

selling,offering for sale and advertising on its website and in its stores, including the life jackets

reproduced above,overlap withthecategories ofBLACK TIP productsfor whichWatercraft

obtained registration from the USPTO. Additionally, both WatercraftandWest Marine market

their products through the Internetand print catalogs,and rely uponthesemediato obtain

customers.

33. West Marine's continueduse of the BLACKTIP markis likely to cause confusion,

mistake or deception of purchasers and the consuming publicas to the source or origin ofits

products. Actual and potential purchasers and consumers, upon encountering West Marine's

products or advertisements bearing the BLACKTIP mark, are likely mistakenly to believe that

West Marine's goods originate with, orare licensed, approved, or sponsored by, or otherwise

affiliated with or related to, Watercraft or its BLACK TIP products. Indeed, Watercraft has already

received inquiries from customers asking whether the companies are the same or otherwise

affiliated.

34. Because West Marine was placed on specific notice by the USPTO that its activities

were likely to cause confusion and deception years ago, West Marine has clearly knowingly,
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willfully, intentionally and maliciously continued to use a confusingly similar imitation of

Watercraft's BLACK TIP trademark.

FIRST CAUSE OF ACTION

(Trademark Infringement Under Federal Law – 15 U.S.C. §§ 1114(1))

35. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through34

above as if fully set forth herein.

36. West Marine either had actual notice and knowledge, or had constructive notice, of

Watercraft's ownership and registration of the BLACKTIP mark pursuant to15 U.S.C. § 1072

prior to West Marine's adoption and use of the BLACKTIP mark.

37. Upon information and belief, West Marine was aware of Watercraft's business and

its BLACK TIP mark and registration prior toWest Marine's adoption,use, and marketingof

products under the BLACKTIP name.

38. Upon information and belief, West Marine, without Watercraft's authorization,

deliberately adopted the BLACKTIPmark in connection with its products and servicesandhas

offered for sale, sold and distributed in this District and throughout the United States products

under the BLACKTIPmark.

39. West Marine's unauthorized use of the BLACKTIP mark falsely indicates to

consumers that West Marine's products and services are in some manner connected with, sponsored

by, affiliated with, or related to Watercraft, Watercraft's business, and Watercraft's products.

40. As described above, West Marine's unauthorized use of the BLACKTIPmarkhas

caused confusion and islikely to causefurther confusion, or to cause mistake, or to deceive

consumers as to the source, nature, and quality of the products and servicesWest Marineis

promoting orselling in violation of 15 U.S.C. § 1114.

41. West Marine's unauthorized use of the BLACKTIPmark in connection with the sale

of its products and services allows, and will continue to allow, West Marine to receive the benefit

of the goodwill established at great labor and expense by Watercraft and to gain acceptance of

West Marine's products and services, not based on the merits of those products andservices, but on

Watercraft's reputation and goodwill.
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42. Upon information and belief, as a result of West Marine's unauthorized use of the

BLACKTIP mark, West Marine has received and will continue to receive substantial profits to

which it is not entitled, and Watercraft has or will suffer actual monetary damages, including lost

profits and impairment of the value of the BLACK TIP mark.

43. Watercraft has been, is now, and will be irreparably injured anddamaged by West

Marine's aforementioned acts, and unless enjoined by the Court, Watercraftwill suffer further harm

to its name, reputation and goodwill. This harm constitutes an injury for which Watercraft has no

adequate remedy at law.

44. Upon information and belief, West Marine has acted with full knowledge of

Watercraft's rights and with the intention to usurp such rights. The aforementioned acts of West

Marine are thereforewillful and intentional.

SECOND CAUSE OF ACTION

(False Designation of Originand Unfair Competition Under Federal Law –

15 U.S.C. § 1125(a))

45. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through44

above as if fully set forth herein.

46. West Marine's unauthorized usein commerceof the BLACKTIP trademark falsely

suggests that its products and services are connected by, affiliated with, or related to Watercraft,

and constitutes a false designation of originwhichhas and islikely to cause further confusion, or to

cause mistake, or to deceive consumers as to theorigin, sponsorship, or approval ofWest Marine's

BLACKTIP products in violationof 15 U.S.C. § 1125(a).

47. Watercraft has been, is now, and will be irreparably injuredand damaged by West

Marine's aforementioned acts, and unless enjoined by the Court, Watercraftwill suffer further harm

to its name, reputation and goodwill. This harm constitutes an injury for which Watercrafthas no

adequate remedy at law.

48. Upon information and belief, West Marine has acted with full knowledge of

Watercraft's rights and with the intention to usurp such rights. The aforementioned acts of West

Marine are therefore willful and intentional.
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THIRD CAUSE OF ACTION

(Trademark Dilution Under Federal Law – 15 U.S.C. § 1125(c))

49. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through48

above as if fully set forth herein.

50. Thefederally registeredBLACK TIP trademark, as described above,is a famous

markthat is widely recognized by consumerswithin the meaning of 15 U.S.C. § 1125(c)(2),based

on Watercraft's extensive advertisingand promotionof BLACK TIP-branded products throughout

the United States. Watercraft's BLACK TIP markis recognized by the general consuming public

of the United States as a designation of source for the goodsof Watercraft.

51. As described above,West Marine has and is making use of BLACKTIP as a mark in

connection with goods whichWest Marinehas sold and transported in interstate commerce.

52. West Marine's unauthorized use of the BLACKTIPmark beganor continuedafter

Watercraft's BLACK TIP markhad become famous.

53. West Marine's unauthorized use of the BLACKTIP mark has diluted and is diluting

the distinctive quality ofWatercraft's famousBLACK TIP mark, thereby lessening its capacity to

identify and distinguish products marketed and sold byWatercraft.

54. Watercraft has been, is now, and will be irreparably injured anddamaged by West

Marine's aforementioned acts, and unless enjoined by the Court, Watercraft will suffer further harm

to its name, reputation and goodwill. This harm constitutes an injury for which Watercraft has no

adequate remedy at law.

55. Upon information and belief, West Marine acted with full knowledge of

Watercraft's rights and with the intention to trade on the goodwill and recognition of the BLACK

TIP mark.

FOURTH CAUSE OF ACTION

(Injury to Business Reputation and Dilution Under StateLaw –

Cal. Bus. & Prof. Code § 14247, Fla. Stat. § 495.151)

56. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through55

above as if fully set forth herein.
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57. The BLACK TIP trademark, as described above, is a famous mark that is widely

recognized by consumersin California and Florida, based on the mark's federal trademark

registration andWatercraft's extensive advertising, promotionand saleof BLACK TIP-branded

productsto consumersthroughout the United States.

58. In the state of California, Watercraft hadtotalsales revenuesof $43,361.55 in 2009,

$76,672.73 in 2010, and $117,675.47 from January 1, 2011 through September 30, 2011.

Approximately 852 of the 73,670 PWC Today membersspecified the state of California when

registering.

59. In the state of Florida, Watercraft had total sales revenues of $104,850.60in 2009,

$333,424.32in 2010, and $425,649.74from January 1, 2011 through September 30, 2011.

Approximately 1,740 of the 73,670 total PWC Today membersspecified the state ofFloridawhen

registering.

60. Watercraft's BLACK TIP trademark is recognized by the general consuming public

of California and Floridaas a designation of source for the goodsof Watercraft.

61. As described above,West Marine has and is making use of BLACKTIP as a mark in

connection with goods whichWest Marine has promoted, sold and distributed toconsumersin

California and Florida.

62. West Marine's unauthorized use of the BLACKTIPmark in California and Florida

began afterWatercraft's BLACK TIP trademarkhad become famousin thosestates.

63. West Marine's unauthorized use of the BLACKTIPmark hasdiluted, and is likely to

dilute, the distinctive qualityof thefamousBLACK TIP mark in violation of California Business

and Professions Code § 14247 and Florida Statutes § 495.151.

64. West Marine has engaged in these dilutive activities willfully and intentionally.

65. As a direct and proximate consequence of the dilution, Watercrafthas been

irreparably harmed to an extent not yet determined, and will continue to be irreparably harmed by

such acts in the future unless the Court enjoins West Marine from committing further acts that are

likely to cause dilution.
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66. West Marine's dilutive activities have caused and will continue to cause damage to

Watercraft, in an amount to be determined at trial.

FIFTH CAUSE OF ACTION

(Unfair Competition Under California Law – Cal. Bus.& Prof. Code § 17200et seq.)

67. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through66

above as if fully set forth herein.

68. West Marine's acts described above constituteunlawful, unfair or fraudulent

business acts or practices in violation of California Business and Professions Code § 17200, as they

are likely to deceive the publicinto thinking that there is an affiliation betweenWatercraftand

West Marine, and/or thatWatercraftendorsesWest Marine's products and/or business practices.

69. Watercraftis entitled to relief, including full restitutionfor all revenues, earnings,

profits, compensation, and benefits that may have been obtained byWest Marineas a result of such

business acts or practices.

70. In addition, West Marine's wrongful acts have caused and will continue to cause

Watercraft irreparable harm. Watercraft has no adequate remedyat law for West Marine's dilution.

Watercraft is therefore entitled to a judgment enjoining and restraining West Marine from engaging

in further acts of unfair competition.

SIXTH CAUSE OF ACTION

(Unfair Competition Under Florida Law – Fla. Stat. § 501.204et seq.)

71. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through70

above as if fully set forth herein.

72. WestMarine's acts described above constituteunfair methods of competition,

unconscionable acts or practices, and unfair or deceptive acts or practices in the conduct of trade or

commerce, in violation of Fla.Stat. § 501.204(1), as they are likely to deceivethe publicinto

thinking that there is an affiliation betweenWatercraftandWest Marine, and/or thatWatercraft

endorsesWest Marine's products and/or business practices.

Case5:11-cv-04459-HRL   Document40   Filed03/14/12   Page26 of 30



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

27
ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

73. West Marine's acts of unfair competition have caused and will continue to cause

Watercraftirreparable harm for whichWatercraft has no adequate remedy at law. Watercraft is

thereforeentitled to declaratory and injunctive relief.

74. West Marine's acts of unfair competition have caused Watercraft to suffer losses in

an amount to be determined at trial. Watercraft is entitled to actual damages, plus attorney's fees

and court costs, pursuant to Fla. Stat. §§ 501.2105 and 501.211.

SEVENTH CAUSE OF ACTION

(Common Law Infringement and Unfair Competition)

75. Watercraft repeats and realleges each allegation set forth in paragraphs 1 through74

above as if fully set forth herein.

76. West Marine's actions and conduct in adopting and usingthe confusingly similar

BLACKTIP markconstitute trademark infringement under California and Florida common law.

77. WestMarine hascaused and, unless restrained and enjoined by this Court, will

continue to cause irreparable harm, damage, and injury toWatercraft, including but not limited to

injury to Watercraft's goodwill and business reputation.

78. Watercrafthas no adequateremedy at law, andWatercraftis being irreparably

damaged byWest Marine's acts in violation of California and Florida common law, thereby

entitling Watercraftto injunctive relief.

79. Upon information and belief, West Marine has acted with full knowledge of

Watercraft's rights and with the intention to usurp such rights. The aforementioned acts of West

Marine are therefore willful and intentional.

PRAYER FOR RELIEF

WHEREFORE,Watercraftpraysfor relief as follows:

1. That the Complaint for each cause of action therein be dismissed with prejudice, the

relief sought be denied, and judgment entered in favor ofWatercraft;

2. ThatWest Marinetake nothing by reason ofits Complaint;

3. That judgment be entered in favor of Watercraft and against West Marine on each

andeveryCause of Action of Watercraft's Counterclaim;
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4. For entry of an order and judgment requiring thatWest Marine and its officers,

agents, servants, employees, owners and representatives, and all other persons, firms or

corporations in active concert orparticipation with it, be enjoinedduring the pendency of this

action and permanently thereafterfrom (a) using in any manner the BLACKTIP or BLACKTIP

mark, or any name or mark that wholly incorporates the BLACK TIP or BLACKTIP mark or is

confusingly similar to or a colorable imitation ofthe BLACK TIPor BLACKTIP mark; (b) doing

any act or thing calculated or likely to cause confusion or mistake in the minds of the members of

the public, or prospective customers of Watercraft's products or services, as tothe source of the

products or services offered for sale, distributed, or sold, or likely to deceive members of the public,

or prospective customers, into believing that there is some connection between Watercraft and

West Marine; and (c) committing any acts which will tarnish, blur, or dilute, or are likely to tarnish,

blur, or dilute the distinctive quality of the famous BLACKTIP mark.

5. For entry of an order and judgment directing West Marine to issue a corrective

action letter to all customers to whom West Marine has sold products bearing the BLACKTIP

mark, notifying them that the products infringed upon Watercraft's lawful BLACK TIP trademark;

6. For entry of an order and judgment directingWest Marine, pursuant to 15 U.S.C. §

1116(a), to file with this Court and serve upon Watercraft within thirty (30) days after entry of the

injunction, a report in writing under oath setting forth in detail the manner and form in which West

Marine has complied with the injunction and ceasedall offering of products and services under the

BLACKTIP or BLACK TIP mark as set forth above;

7. For entry of an order and judgment directingWest Marine, pursuant to 15 U.S.C. §

1118, to deliver up for destruction, or to show proof of said destruction or sufficient modification

to eliminate the infringing matter, allcatalogs,articles, packages, wrappers, products, displays,

labels, signs, vehicle displays or signs, circulars, kits, packaging, letterhead, business cards,

promotional items,clothing, literature, sales aids, receptacles orother matter in the possession,

custody, or under the control of West Marine or its agents bearing themark BLACKTIP in any

manner, or any mark that is confusingly similar to or a colorable imitation ofthe BLACK TIP

Case5:11-cv-04459-HRL   Document40   Filed03/14/12   Page28 of 30



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29
ANSWER AND COUNTERCLAIM Case No.:5:11-04459 HRL

trademark, including without limitation the BLACKTIPmark, both alone and in combination with

other words or terms;

8. A judgment in the amount ofWest Marine's profits, Watercraft's actual damages,

and the costs of this actionpursuant to 15 U.S.C. § 1117;

9. That the Court awardenhanceddamages under 15 U.S.C. § 1117 and punitive

damagesunder state law as appropriate;

10. Thatthe Court find this to be an exceptional case and award Watercraftreasonable

attorney's fees;

11. That the Court grantsuch other and further relief asit deems just and proper.

DATED: March 14, 2012 SKADDEN, ARPS, SLATE, MEAGHER & FLOM, LLP

BY: /s/ Allen Ruby
Allen Ruby
Attorney for DefendantWatercraft Superstore, Inc.
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DEMAND FOR JURY TRIAL

Defendantand Cross-ComplainantWatercrafthereby requests ajury trial in this matter.

DATED: March14, 2012 SKADDEN, ARPS, SLATE, MEAGHER & FLOM, LLP

BY: /s/ Allen Ruby
Allen Ruby
Attorneys for DefendantWatercraft Superstore, Inc.
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